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REMARKS 

The Applicants thank the Examiner for his careful and thoughtful examination of the 
present application. The Applicants would like to point out that the Disposition of the Claims in 
the Final Office Action appears to be in error. In Applicants Amendment and Response to the 
Office action of May 11, 2007 filed on November 9, 2007, the Applicants cancelled Claim 17 
without prejudice or disclaimer and added new Claims 47-55. The Applicants rewrote Claim 17 
into independent form as Claim 47, which includes all of the limitations of the corresponding 
base Claim 16. As the Office Action of May 11, 2007 and the present Final Office Action of 
February 27, 2008 have indicated that Claim 17 would be allowable if rewritten in independent 
form, the Applicant respectfully submits that Claim 47 is allowable and requests that the 
Examiner acknowledge the claim amendments of November 9, 2007, and confirm the allowance 
of Claims 47-55. By way of summary, Claims 1-10, 12-16, 18-25, 27-55 were pending and 
remain pending in this application. 

The Applicants would like to thank Examiner Winakur for the interview extended to the 
Applicants' counsel of record, John M. Grover and Jarom D. Kesler, on August 18, 2008. 
During the interview, the Declaration Under 37 C.F.R. § 1.131, filed concurrently with this 
amendment, was discussed. As discussed in the interview, submitted herewith is a request to 
change inventorship to remove Ibrahim M. Elfade, Rex J. McCarthy and Robert A Smith as 
inventors and a declaration under 37 C.F.R. § 1.131 by Mohamed Diab, Esmaiel Kiani- 
Azarbayjany and Walter M. Weber. As discussed in the interview, the declaration under 
37 C.F.R. § 1.131 establishes a conception and reduction to practice prior to the filing date of the 
art of record, Swedlow. Accordingly, the applicants respectfully submit that Swedlow has been 
removed as a reference of prior art. 
Examiner's Statement of Reasons for Allowance 

The Applicants respectfully disagree with the Examiner's statement of Reasons for 
Allowance to the extent that not all the claims include each of the structures or method steps 
recited in the Examiner's Statement. Also, the Applicants respectfully disagree with the 
Examiner's Statement to the extent that there is any implication that the patentability of any 
claim rests on the recitation of a single feature because it is the combination of features recited in 
each claim that makes the claim patentable. 
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Request to Correct Inventorship Under 37 C.F.R. $ 1.48(a) 

Submitted concvirrently herewith are a "Request to Correct Inventorship under 37 C.F.R. 
§ 1.48(a)" to remove Ibrahim M. Elfadel, Rex J. McCarthy and Robert A Smith as inventors and 
a "Petition under 37 C.F.R. § 1.183 Requesting Waiver of the Requirement of 37 C.F.R. § 
1.48(a)" requesting the waiver of the requirement of 37 C.F.R. § 1.48(a) for a statement from 
Ibrahim M. Elfadel that the inventorship error occurred without deceptive intention on his part 
because Ibrahim M. Elfadel has refused to sign such a statement. 
Rejections Under 35 U.S.C. SS 102(e) and 103 

Claims 1, 2, 4 - 10, 13 - 16, 18 - 23, 25, 27, 28, 30 - 36, and 39 - 46 stand rejected 
under 35 U.S.C. § 102(e) as being unpatentable over U.S. Patent No. 5,368,026, issued to 
Swedlow et al. ("Swedlow"). Moreover, Claims 3, 12, 24, 29 and 38 stand rejected under 35 
U.S.C. § 103 as being unpatentable over Swedlow. 

The Applicants note that 35 U.S.C. § 102(e) and § 103 rejections relying on a § 102(e) 
reference can be overcome by antedating the filing date of the reference by submitting an 
affidavit or declaration under 37 C.F.R. § 1.131. See 37 C.F.R. § 1.131; See also M.P.E.P. 
§§ 715 and 2136.05. Therefore, although the Applicants respectfully traverse each of the 
§§ 102(e) and 103 rejections relying on Swedlow and the characterization of Swedlow as it 
pertains to the claims, in order to expedite prosecution and allowance of this application, the 
Applicants submit herewith a declaration of inventors under 37 C.F.R. § 1.131 estabUshing a date 
of invention for the present application that is prior to the effective filing date of Swedlow. 

The Effective Date of Swedlow is March 26. 1993 

A U.S. patent reference is effective prior art as of its U.S. filing date. See 
M.P.E.P. § 2136.03. As is evidenced on the front cover of Swedlow, the U.S. filing date of 
Swedlow, which is also the earhest filing date upon which the patent may rely, is March 26. 1993 . 

General Background - United States Patent Number 5.482.036 

Masimo Corporation, the assignee of the present application produces patient monitors 
capable of determining one or more physiological characteristics of pulsing blood. In general, the 

monitors process intensity signals acquired from one or more non-invasive sensors capable of 
sensing multiple wavelengths of light attenuated by body tissue. Based on the attenuation, the 
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monitors determine measurements for the foregoing one or more physiological characteristics. 
Examples of these monitors are disclosed in U.S. Pat. No. 5,482,036, which is a continuation of 
U.S. Pat. App. Ser. No. 07/666,060, filed on March 7, 1991, now abandoned. The present 
application does not claim a priority benefit of the '060 application or the '036 patent. They are 
noted only to show evidence of the activities of the Assignee in 1991 . 

The Attached § 131 Declaration Overcomes the Swedlow Reference 
As shown in the attached declaration and discussed in the examiner interview of August 1 8, 
2008, the Applicants conceived and reduced to practice the subject matter of the claims rejected 
based on Swedlow prior to March 26. 1993 . Accordingly, the Applicants respectfiilly submit that 
Swedlow has been removed as an available reference under 35 U.S.C. § 102(e), and therefore, the 
Applicants respectfully request withdrawal of the § 102(e) and § 103 rejections of the claims 
relying on Swedlow. 

Therefore, the Applicants submit that Claims 1 - 10, 12 - 16, 18 - 25, 27 - 36, and 38 - 
46 are in condition for allowance, and the Applicants respectfiilly request the same. 
Information Disclosure Statement 

The Applicants submit herewith an Information Disclosure Statement providing 
references for consideration. While the Applicants do not believe that these references will affect 
the patentability of the pending claims, the Applicants respectfiilly request the consideration of 
the same. 

No Disclaimers or Disavowals 

Although the present communication may include alterations to the application or claims, 
or characterizations of claim scope or referenced art, the Applicants are not conceding in this 
application that previously pending claims are not patentable over the cited references. Rather, 
any alterations or characterizations are being made to facilitate expeditious prosecution of this 
application. The Applicants reserve the right to pursue at a later date any previously pending or 
other broader or narrower claims that capture any subject matter supported by the present 
disclosure, including subject matter found to be specifically disclaimed herein or by any prior 
prosecution. Accordingly, reviewers of this or any parent, child or related prosecution history 
shall not reasonably infer that the Applicants have made any disclaimers or disavowals of any 
subject matter supported by the present application. 
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Co-Pending Applications of Assignee 

Applicant wishes to draw the Examiner's attention to the following co-pending 
applications of the present application's assignee. 
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Please charge any additional fees, including any fees for additional extension of time, or 
credit overpayment to Deposit Account No. 11-1410. 

Respectfully submitted, 

KNOBBE, MARTENS, OLSON & BEAR, LLP 



Dated: August 27, 2008 




JohJ^M. Grover 
Regis&ati0ntfo742;5TO' 
Attorney of Record 
Customer No. 20995 
(949) 760-0404 
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